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DETAILED ACTION 

This non-final rejection is in response to Applicant's request for continued examination 
which was filed on 10/26/2009. Claims 3, 4, 19, 32, 36, and 37 are amended. Claims 1, 2, 6-18, 
and 20-29 were previously cancelled. Accordingly, claims 3-5, 19, and 30-37 are presented for 
further examination. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/26/2009 has been entered. 

Response to Arguments 

Applicant amends the independent claims to recite "selecting a device, from among 
nearby devices that are not grouped according to GPS co-ordinates." Applicant argues that (1) 
neither Fumarolo or Bork references disclose this new limitation and (2) the combination of 
Fumarolo and Bork is improper. 

As to the second argument, Applicant seems to be contending that the Board of Patent 
Appeals and Interferences' decision was improper. The Board decided that "a communication 
unit based on GPS combined with elements to communicate using the well known Bluetooth 
communication protocol is nothing more than a 'predictable use of prior art elements according 
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to their established functions.'" Thus, if Applicant believes that the Board's decision was in 
error, then the proper course of action is to appeal that decision. The examiner will follow the 
Board's decision (i.e., that the combination of Fumarolo and Bork is proper) until instructed 
otherwise. 

As to Applicant's first argument, Applicant further argues that "Fumarolo appears to 
select a group of devices or an individual device have/has been grouped according to GPS 
coordinates." Applicant's argument is not persuasive for three reasons. 

First, the limitation is a negative limitation (i.e., "selecting a device from among nearby 
devices that are not grouped according to GPS co-ordinates") that is not supported by 
Applicant's specification. Specifically, an "any negative limitation or exclusionary proviso must 
have basis in the original disclosure" and "the mere absence of a positive recitation is not basis 
for an exclusion." MPEP § 21 73. 05(i). Moreover, "any claim containing a negative limitation 
which does not have basis in the original disclosure should be rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement." 

There is no explicit support in Applicant's specification for excluding devices that are 
grouped according to GPS coordinates from the selection feature. The specification only 
discloses selecting a device "based on the location of the electronic device" but is silent as to 
whether the devices can or cannot be selected from devices that are grouped according to GPS 
coordinates. Therefore, the claim fails to comply with the written description requirement and 
does not support the new amendment. 

Second, Applicant's characterization that Fumarolo "appears to select a group of devices 
or an individual device that have/has been grouped according to GPS coordinates" is inaccurate. 
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Fumarolo does not disclose selecting a device from devices that have been grouped according to 
GPS coordinates but selecting devices based on their location of a map [abstract | column 3 
«lines 27-36»: "A display-based terminal displays a map to a user of the terminal, wherein the 
map indicates locations of communication units in at least a portion of the communication 
system. The terminal receives the user's selection of at least one communication unit from the 
map"]. Based on the user's selection, the device is then placed into a specific group [column 3 
«lines 34-36»]. Thus, Fumarolo discloses selecting a device from devices that have not been 
grouped based on GPS location as claimed. 

Third, the limitation is not given patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body of the claim does 
not depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) 
and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Thus, even if the 
limitation is supported by Applicant's specification, the limitation is in the claims' preamble and 
is not given patentable weight. 

For the foregoing reasons, Applicant's arguments are not persuasive. The rejection as set 
forth in the previous office action are therefore maintained because Fumarolo discloses the new 
limitation as claimed. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

I. Claims 19 and 32 are rejected under 35 U.S.C. 112, first paragraph, as failing 

TO COMPLY WITH THE WRITTEN DESCRIPTION REQUIREMENT. 

The claim(s) contains subject matter which was not described in the specification in such 
a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. The limitation is a negative 
limitation (i.e., "selecting a device from among nearby devices that are not grouped according to 
GPS co-ordinates") that is not supported by Applicant's specification. Specifically, an "any 
negative limitation or exclusionary proviso must have basis in the original disclosure" and "the 
mere absence of a positive recitation is not basis for an exclusion." MPEP § 21 73.05(i). 
Moreover, "any claim containing a negative limitation which does not have basis in the original 
disclosure should be rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement." 

There is no explicit support in Applicant's specification for excluding devices that are 
grouped according to GPS coordinates from the selection feature. The specification only 
discloses selecting a device "based on the location of the electronic device" but is silent as to 
whether the devices can or cannot be selected from devices that are grouped according to GPS 
coordinates. Therefore, the claim fails to comply with the written description requirement and 
does not support the new amendment. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

II. Claims 3-5, 19, and 30-37 are rejected under 35 U.S.C. 103(a) as being 

UNPATENTABLE OVER FUMAROLO ET AL. (U.S. PATENT NUMBER 6,204,844), 

hereinafter referred to as fumarolo, in view of borket al. (u.s. patent 
Number 6,246,376), hereinafter referred to as Bork. 

Some claims will be discussed together. Those claims which are essentially the same 
except that they set forth the claimed invention as a device are rejected under the same rationale 
applied to the described claim. 

Claims 19 and 32 

Fumarolo as modified by Bork discloses a method for selecting a device, from among 
nearby devices that are not grouped according to GPS coordinates [Fumarolo, column 3 «lines 
29-3 6»: selecting a device based on its location on a map and then grouping the devices based 
after the device has been selected] to communicate with, comprising the steps of: 

transmitting a Bluetooth signal (Bork, column 4, lines 60-64 and column 5, lines 13-17); 

detecting a plurality of Bluetooth signals from the nearby devices, each signal containing 
GPS coordinates of at least one nearby device (Bork, column 4, line 64 through column 5, line 2, 
for the use of Bluetooth, and Fumarolo, column 5, lines 35-41 and column 13, lines 32-42); and 
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selecting one of the nearby devices associated with one of the detected signals to 
communicate with based on the received GPS coordinates (Fumarolo, column 5, line 61 through 
column 6, line 12 and column 13, lines 32-42). 

As indicated in the foregoing mapping, Fumarolo did not explicitly state that his system's 
devices could communicate using Bluetooth signals. Fumarolo's system does utilize a wireless 
infrastructure and it could easily be adapted to operate using any type of known wireless 
network. Furthermore, the ability to transfer GPS coordinates between devices using Bluetooth 
was well known in the art at the time of the applicant's invention as evidenced by Bork. 

It would have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention to modify the system of Fumarolo by adding the ability to transmit and detect 
Bluetooth signals in such a communications system as provided by Bork. Here the combination 
satisfies the need for a GPS device that can communicate its location with another trusted device 
by using Bluetooth or a cellular link. See Bork, column 3, lines 29-34. This rationale also 
applies to those dependent claims utilizing the same combination. 

Claims 30 and 33 

Fumarolo as modified by Bork discloses the method as in claim 19 further comprising the 
step of: displaying the location of each nearby device associated with received GPS coordinates 
{Fumarolo, column 5, lines 35-41); and selecting the nearby device to communicate with based 
on the displayed locations {Fumarolo, column 13, lines 43-58). 

Claims 31 and 34 

Fumarolo as modified by Bork discloses the method as in claim 30 further comprising 
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selecting a nearby device associated with a shortest location (Fumarolo, column 16, lines 8-26 
and column 17, lines 25-42). 
Claims 3 and 35 

Fumarolo as modified by Bork discloses the method as in claim 30 further comprising 
displaying only those nearby devices within a certain range {Fumarolo, column 16, line 54 
through column 17, line 6). 

Claims 4 and 36 

Fumarolo as modified by Bork discloses the method as in claim 19, wherein each of the 
detected signals includes the type of nearby device {Fumarolo, column 5, lines 41-60). 
Claims 5 and 37 

Fumarolo as modified by Bork discloses the method as in claim 4 further comprising the 
step of displaying the type of nearby device associated with each detected signal {Fumarolo, 
column 5, lines 41-60). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DOHM CHANKONG whose telephone number is (571)272- 
3942. The examiner can normally be reached on Monday to Friday [10 am - 6 pm]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thu Nguyen can be reached on (571)272-6967. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/DOHM CHANKONG/ 
Primary Examiner, Art Unit 2452 



